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This patent application is rejected under Rejections 2 and 5 pointed out in the 
Notice of Reasons for Rejection drafted June 17, 2009, 

The Applicant's arguments and amendments have been reviewed and examined, 
but no basis sufficient to overcome the rejection has been found 



In the Argument filed December 21, 2009, the Applicant contends that since 
amended claim 13 recites that "x is the length of the nucleotide sequence [n] and from 5 
to 30 " the range of x has been clearly defined, and the scope of the set of 
oligonucleotides claimed in amended claim 13 is clear. However, it still cannot be 
understood from the claim language what range of nucleotides is indicated by n. 
Therefore, claim 13 fails to satisfy the requirement under Japanese Patent Law Section 
36(6)(ii). 

Accordingly, the rejection pointed out as Rejection 2 in the Notice of Reasons 
for Rejection is sustained. 



In the foregoing Argument, the Applicant contends that the range of x is 
specified in the claim* However, since n is still unspecified, immense variations of 
nucleotides are encompassed by the claimed set of oligonucleotides, and it is not foimd 
that any arbitrary one of such immense variations would have the usefulness described 
in the specification. Thus, from such immense variations, one skilled in the art would 
not be able to select any oligonucleotides useful for genotyping a subject, without undue 
experimentation, thereby defining the scope of the invention claimed in claim 13. 

Accordingly, the specification fails to describe the invention of claim 13 in a 
sufficiently clear and complete manner to enable one skilled in the art to carry out the 
claimed invention, 

Thus, the rejection pointed out as Rejection 5 in the Notice of Reasons for 
Rejection is sustained. 



Remarks: 
- Claim 13 



-Claim 13 



I 



Japanese Patent Application No.: 2004-552275 
Your Re£: 12383680/EJH/DXT 
Om Ref.: DOA0511 



2/3 

In addition, it should be noted that this application is also rejected for the 
following reasons: 

- Claims 148 

Cited Documents 1 and 2 and References 4-8, listed below, discloses 
polymorphisms associated with hearing impairment caused by the connexin 26 
mutations shown in Table 1 . 

Cited Documents 4-8, listed below, disclose the polymorphisms associated 
with hearing impairment caused by the connexin 26 mutations shown in Table 1 , 

Cited Documents 9 and 1 0 5 listed below, disclose the polymorphisms 
associated with hearing impairment caused by the pendirin mutations shown in Table 1. 

Cited Document 11, listed below, discloses the polymorphism associated with 
hearing impairment caused by the mitochondrial rRN A mutation shown in Table 1 
(A1555G). 

Cited Document 12, listed below, discloses the polymorphism associated with 
hearing impairment caused by one of the usherin mutations shown in Table 1 
(2299delG). 

As described in Cited Document 3, cited in the foregoing Notice, exhaustive 
detection of polymorphisms using an array is found to have been widely performed . 
before the priority date of the present application. 

Taken together, it would be obvious to one skilled in the art to perform 
exhaustive detection of mutations in the connexin 26, pendrin, mitochondrial 12S rRKA 
and usherin genes using an array, and the effect of such detection would be well 
expected by one skill in the art. Furthermore, it is well within the normal creative 
ability of one skill in the art to design probes comprising the site of a mutation found in 
the above-mentioned polymorphisms as the probes to be immobilized on the array and 
to optimize the hybridkation conditions. No particular technical features are found in 
the designing or optimization. 

Accordingly, claims 11*1 8 are not patentable under Japanese Patent Law 
Section 29(2) since they are obvious to one skilled in the art in view of Cited 
Documents 1-3 and References 4-12, 
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If the Applicant dissatisfied with the above decisions, he/she may file an appeal 
with the Commissioner of the J PO within three months (four months for residents 
abroad) from the dispatch date of this Decision (Japanese Patent Law Section 121(1)). 

Instructions in accordance with Administrative Case Litigation Law. Article 46(2) 

The Applicant may only file an action for revocation of the decision given on 
the appeal filed against this decision (Japanese Patent Law Section 178(6)), 



